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DETAILED ACTION 

1 . This office action is in response to the Amendment filed on 08/26/2008. Claims 7-8 are 
cancelled. Claims 1-6 and 9-39 are now pending. 

2. The objections and rejections not addressed below are deemed withdrawn. 

3. The text of those sections of Title 35, U.S. Code not included in this section can be found 
in a prior Office Action. 

Co-pending Double Patenting 

4. The co-pending double patenting is withdrawn due to the abandonment of Application 
No. 10/947876. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claim 18 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The claim recites the limitation "non-crosslinkable medium (A)" in line 2. There 
is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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8. Claims 1-6, 9-19, 21-23, 25-33 and 35-39 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Obrecht et al. (US 6399706). 

Claims 1-3, 18 and 37: Obrecht et al. disclose rubber compositions comprising natural 
rubber, non-hydroxyl-modified SBR microgel having a diameter of dio = 50 nm, dso = 56 nm and 
dso = 60 nm (Example 1, column 7, lines 53-67 and column 8, lines 1-14); N-isopropyl-N'- 
phenyl-p-phenylenediamine, 2,2,4-trimethyl-l,2-dihydroquinoline and stearic acid (read on 
organic media having a viscosity of less than 200 mPas at a temperature of 120 C (columns 9-10, 
Example 4). 

Claims 4-6: Obrecht et al. disclose the non-hydroxyl-modified SBR microgel having a 
diameter of dio = 50 nm, dso = 56 nm and dgo = 60 nm (read on approximately spherical 
geometry), which has diameter deviation of 20% (=(60-50)/50 X 100). 

Claims 9-13 and 25-28: Obrecht et al. disclose the non-modified microgels are 
crosslinked with dicumyl peroxide by heat, they are insoluble, and can be swollen toluene 
(column 3, lines 5-15). The swelling index of the microgels in toluene is 5.4. The gel content is 
97.5% and the glass transition temperature rose to -26.5°C (Example 1, column 7, lines 53-67 
and column 8, lines 1-14). 

Claims 14-17: Obrecht et al. disclose SBR microgel modified with hydroxyl group, by 
grafting of the gel with hydroxymethyl methacrylate, having a styrene content of 22% by weight 
crosslinked with dicumyl peroxide (Example 2, column 8, lines 38-67). 

Claims 18-19 and 21: Obrecht et al. disclose rubber compositions comprising 70 % of 
non-hydroxyl-modified SBR microgel. N-isopropyl-N'-phenyl-p-phenylenediamine, 2,2,4- 
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trimethyl-l,2-dihydroquinolme, stearic acid (read on organic media) and zinc oxide (columns 9- 
10, Example 4). 

Claims 22-23: Obrecht et al. disclose rubber compounds can be produced in various 
ways. Examples of processing units are rolls, kneaders or mixer extruders (column 7, lines 1-19). 

Claims 29-33, 35-36 and 38-39: Obrecht et al. disclose compounds comprising microgel 
and natural rubber; the process of mixing components (columns 9-10, Example 4); and 
production of cable sheathing, hoses, drive belts, conveyor belts, roll claddings, tires, particularly 
tire treads, shoe soles, sealing rings and damping elements, as well as diaphragms (column 7, 
lines 20-29). Examples of processing units are rolls, kneaders or mixer extruders (column 7, lines 
1-19). 

Claim Rejections - 35 USC § 102/103 

9. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 ol' this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claim 24 is rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over Obrecht et al. (US 6399706). 

The disclosure of Obrecht et al. is adequately set forth in paragraph 8 and is incorporated 
herein by reference. However, Obrecht et al. is silent on the specific composition viscosity by 
cone-plate measuring system. 

Since Obrecht et al. disclose substantial identical composition, one ordinary skilled in the 
art would anticipate the composition has a viscosity of 2 mPas up to 50,000,000 mPas at a speed 
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of 5 s'\ determined with a cone-plate measuring system in accordance with DIN 53018 at 20 °C. 
"When the PTO shows a sound basis for beheving that the products of the applicant and the prior 
art are the same, the applicant has the burden of showing that they are not." In re Best, 562 F.2d 
1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 

1 1 . Claims 1-4, 12, 14, 16, 18-24, 27-28, 30 and 33-37 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yamamoto et al. 
(US 6548454). 

Claims 1-4, 24 and 36-37: Yamamoto et al. disclose lubricant composition prepared by 
mixing the ultrafine particulate organic material and base oil. The ultrafine particulate organic 
material diameter of 20 nm to 1 ^m (column 16, lines 47-60) is an intermolecular crosslinked 
high molecular compound having an internally three-dimensional network, i.e., so-called 
microgel, which is shape in spherical form (column 15, lines 14-62). Since the lubricant 
compositions used are liquids having a low viscosity (column 31, lines 28-37), one would 
anticipated the viscosity of the oils have viscosity lower than 200 mPas at a temperature of 
120°C and the composition has a viscosity of 2 mPas up to 50,000,000 mPas at a speed of 5 s"\ 
determined with a cone-plate measuring system in accordance with DIN 53018 at 20 °C. 

"When the PTO shows a sound basis for believing that the products of the applicant and 
the prior art are the same, the applicant has the burden of showing that they are not." In re Best, 
562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 

Claims 12, 14 and 18: Yamamoto et al. disclose lubricant composition prepared by 
mixing the ultrafine particulate organic material and base oil. The ultrafine particulate organic 
material diameter of 20 nm to 1 \im (column 16, lines 47-60) is an intermolecular crosslinked 
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high molecular compound having an internally three-dimensional network, i.e., so-called 
microgel, which is shape in spherical form (column 15, lines 14-62). The ultrafine particulate 
polymer is produced by emulsion polymerization (column 14, lines 63-67). The lubricant 
composition comprising base oil composed of liquid fluorinated polymer oil (column 13, lines 
65-67 and column 14, lines 6). 

Claims 19-21: Yamamoto et al. disclose lubricant composition contains ultrafine 
particulate inorganic material (read on filler), at least one of the ultrafine particulate organic 
material in an amount of 1 to 45% by weight and base oil in an amount of 55 to 95% by weight 
(column 2, lines 56-67 and column 3, lines 1-37). 

Claims 16, 27-28 and 30: Yamamoto et al. disclose the ultrafine particulate organic 
material include polymer or copolymer of acrylic acid ester such as ethyl methacrylate, glycidyl 
methacrylate, cyclohexyl methacrylate, n-butyl methacrylate, hexyl methacrylate and methyl 
methacrylate, styrene polymer, styrene-acryl copolymer, and styrene-methacrylic acid ester 
copoljoner (column 15, lines 2-13). 

Claims 33-35 and 37: Yamamoto et al. disclose lubricant composition prepared by 
mixing the ultrafine particulate organic material ("e.g. microgel) and base oil (e.g. liquid 
fluorinated polymer oil) . The ultrafine particulate organic material diameter of 20 nm to 1 ^im 
(column 16, lines 47-60) is an intermolecular crosslinked high molecular compound having an 
internally three-dimensional network, i.e., so-called microgel, which is shape in spherical form 
(column 15, lines 14-62). 
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Claims 22-23: Yamamoto et al. disclose identical or substantially identical in structure or 
composition. Claims 22-23 are the manufacturing steps for the composition claimed, which was 
cited through instant claims and were rejected as previously discussed. 

Response to Arguments 

12. Applicant's arguments with respect to claim 1 have been considered but are moot in view 
of the new ground(s) of rejection (see paragraphs 8 and 12). 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chun-Cheng Wang whose telephone number is (571)270-5459. 
The examiner can normally be reached on Monday to Friday w/altemate Friday off 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ling-Siu Choi/ /Chun-Cheng Wang/ 

Primary Examiner, Art Unit 1796 Examiner, Art Unit 1796 

/ccw/ 



